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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-24, drawn to a coating, classified in class 524, subclass various. 

II. Claims 25-32, drawn to a coated article, classified in class 428, subclass various. 

III. Claims 33-44, drawn to a process of coating, classified in class 427, subclass 
various. 

IV. Claims 45-49, drawn to a process of making paper, classified in class 162, 
subclass various. 

2. The inventions are independent or distinct, each from the other because: 
Inventions I and II are related as mutually exclusive species in an intermediate-final 

product relationship. Distinctness is proven for claims in this relationship if the intermediate 
product is useful to make other than the final product, and the species are patentably distinct 
(MPEP § 806.05(j)). In the instant case, the intermediate product is deemed to be useful as 
molding composition or in the production of self-supporting films and the inventions are deemed 
patentably distinct because there is nothing on this record to show them to be obvious variants. 

3. Inventions IIII and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make another and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
product as claimed can be made by a materially different process such as by extrusion coating. 
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4. Inventions II and IV are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product. See MPEP 

§ 806.05(h). In the instant case the product as claimed can be used in a materially different 
process such as in the production of laminated products having different utilities. 

5. Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

6. Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not distinctly and 
specifically point out supposed errors in the restriction requirement, the election shall be treated 
as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
inventions or species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
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7. Applicant's election with traverse of Group I filed December 8, 2005 comprising as an 
ultimate species a composition comprising a secondary amine as the neutralizing agent, a 
functionalized siloxane as the directly linkable molecule and the PAA defined on pages 6 and 9 
wherein X is either -C(CH3)2- or -S02- in the reply filed on December 8, 2005 is 
acknowledged. The requirement is still deemed proper and is therefore made FINAL. 

8. Claims 3 ? 8-13, 21-23 and 25-49 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected species of composition or group, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on December 8, 2005. 

Claim Rejections - 35 USC § 112 

9. Claims 1, 2, 4-7, 14-20 and 24 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, the metes and bounds of the "directly linkable molecule. . .that is linkable to a 
carboxyl group" are indeterminate in scope. As presently recited, said component reads on 
component (1) because component (1) has carboxyl group links and on component (2) because 
component (2) is "linkable" to the carboxyl groups of the PAA. 

In claim 2, the metes and bounds of the "two other molecules" are indeterminate in 

scope. 

In claims 4, 16 and 19, "functionalized" is indefinite as to scope and meaning. 
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In claim 15, the metes and bounds of the "cross-linkable molecule" are indeterminate in 
scope. It is unclear if or how said other cross-linkable molecule distinguishes over the cross- 
linker or over components (1) and (2). 

In claim 18, the abbreviation PAI is undefined. 

Claim Rejections - 35 USC § 102/103 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1, 2, 4-7, 14-20 and 24 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over U.S. 6,479,581 (Ireland et al). 

Ireland et al disclose aqueous-based coating compositions comprising a product formed 
of the combination of a polyamide-amic acid (PAA) and a triamine. The polyamide-amic acids 
are described as having a high acid number (column 3, lines 3-7), thus reading on the presently 
claimed PAA. The triamine neutralizes the amic acid functionality (column 3, lines 46-50) and, 
as such, reads on the presently claimed neutralizing agent. Furthermore, given that the triamine 
links to the carboxyl groups of the PAA, such also reads on the "directly linkable molecule. . .that 
is linkable to a carboxyl group". 
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The disclosure of the reference meets the requirements of the present claims with respect 
to the types of materials added. As presently recited, the "directly linkable molecule" does not 
distinguish over either the repeat units of the polyamide-amic acid or over the triamine. The 
onus is shifted to applicants to establish that the product of the present claims is not the same as 
or obvious from that set forth by the reference. 

13. Claims 1, 4-7, 18-20 and 24 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over U.S. 4,832,808 (Buchwalter). 

Buchwalter discloses reaction products of a polyimide, reading on the presently claimed 
PAA and a polyamine, reading on the presently claimed neutralizing agent as well as on the 
"directly linkable molecule. . .that is linkable to a carboxyl group". The polyamine employed 
contains only one reactive primary or secondary amino group that is available to react with the 
polyimide (column 4, lines 55-60). Aqueous emulsions of the amine-modified polyimide are 
obtained (column 5, lines 37-40). 

The disclosure of the reference meets the requirements of the above-rejected claims with respect 
to the types of materials added. As presently recited, the "directly linkable molecule" does not 
distinguish over either the repeat units of the polyimide or over the polyamine. The onus is 
shifted to applicants to establish that the product of the present claims is not the same as or 
obvious from that set forth by the reference. 

14. Claims 18-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over U.S. 5,133,840 (Buchwalter et al). 

Buchwalter et al disclose polyamic acids having carboxyl groups, reading on the 
presently claimed PAI, and their reaction with epoxy compounds, hydrazines and hydroxyl- 
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functional compounds, reading on the presently claimed "at least one molecule other than a PAA 
oraPAI". 

The disclosure of the reference meets the requirements of the above-rejected claims with 
respect to the types of materials added. The onus is shifted to applicants to establish that the 
product of the present claims is not the same as or obvious from that set forth by the reference. 

Conclusion 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ana L. Woodward whose telephone number is (571) 272-1082. 
The examiner can normally be reached on Monday-Friday (8:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-^0^91*7 ftola-free). 



ia L. Woodward 
Primary Examiner 
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